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DETAILED ACTION 

1 . This Action is in response to Application Number 10/612,632 received on 31 
March 2008 

2. Claims 1-44 are presented for examination. 

Specification 

3. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The specification does not provide proper antecedent basis 
for a computer program product comprising a computer-readable medium as disclosed 
in claims 33-41. 

Claim Rejections - 35 USC §112 

4. Claims 4 and 5 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claim 4 recites the limitation, "wherein the stream is substantially 
synchronized with a portion of the active content currently active to the first application 
module." 

The term "substantially" in claim 4 is a relative term, which renders the claim 
indefinite. The phrase "substantially synchronized" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and 
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one of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

Applicant's specification recites, "Synchronization, however, may be substantially 
synchronized since the operation is dependent on network load, streaming parameters, 
and other conditions" (See Applicant's Specification, page 12, [0039]). 

"Moreover, the sender peer 110 can send substantially synchronous streams or 
previews of active content to the recipient peer 120, which automatically activates the 
stream in a compatible application module 220" (See Applicant's Specification, page 12, 
[0073]). 

It is unclear to Examiner how a stream can be "substantially" synchronized. A 
stream is either synchronized, or it is not synchronized. Examiner does not see how 
there could be an in-between. As shown above, Applicant's specification does not 
provide a standard for ascertaining how a stream can be substantially synchronized, but 
rather just recites that it can be done based on certain conditions. For examination 
purposes, Examiner will interpret the claim to read, "wherein the stream is synchronized 
with a portion of the active content." 

6. Claim 5 depends from claim 4 and is therefore rejected under the same rationale. 
Claim 5 references to the "synchronized stream," in which, while it is understood that 
this reference is regarding the "substantially synchronized stream," appropriate 
correction is required for proper antecedent basis. 
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7. Claim 24 recites the limitation, "activating the active media content stream 
substantially in real time ". 

The term "substantially" in claim 24 is a relative term, which renders the claim 
indefinite. The term "substantially" is not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary skill 
in the art would not be reasonably apprised of the scope of the invention. For further 
explanation, refer to the rejection of claim 4 above. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 1-21 and 42-44 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

9. Claim 1 includes a system comprising a sender peer and a recipient peer, with 
each peer comprising modules. 

Applicant's specification recites, "In general, a peer is some type of computing 
device (physical or virtual)" [See Applicant's specification, page 8, paragraph 0026]. 

Microsoft Computer Dictionary defines a virtual device as follows: "A device that 
can be referenced but that does not physically exist ." 
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Therefore, Applicant's specification provides evidence showing that Applicant 
intends the system of claim 1 to include strictly software (i.e. software system). 

10. Claim 42 includes a "recipient chat module" in a system, the recipient chat 
module comprising a communications module, a graphical user interface module, and a 
client module. 

Applicant's specification provides evidence that Applicant intends this recipient 
chat module to include software modules [see Applicant's specification, page 10, 
paragraph 32 through page 1 1 paragraph 35]. Therefore, the "system" of claim 42 is 
not limited to statutory subject matter, since it includes strictly software (i.e. software 
system). 

1 1 . Computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs are not physical "things". They are neither computer 
components nor statutory processes, as they are not "acts" being performed. Such 
claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a 
computer, which permit the computer program's functionality to be realized. 

M.P.E.P. 2601 .1 Section I states, "Since a computer program is merely a set of 
instructions capable of being executed by a computer, the computer program itself is 
not a process and USPTO personnel should treat a claim for a computer program, 
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without the computer-readable medium needed to realize the computer program's 
functionality, as nonstatutory functional descriptive material." 

12. Claims 1-21 and 42-44 do not provide the computer-readable medium needed to 
realize the program's functionality. As such, claims 1-21 and 42-44 are not limited to 
statutory subject matter and are therefore non-statutory. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

1 3. Claims 1 , 22, and 33 are rejected under 35 U.S.C. 1 02(a) as being anticipated by 
Gore (WIPO WO 03/050659). 

14. Regarding claims 1 , 22, and 33, Gore disclosed a system for sharing information 
about an active content of a sender peer with a recipient peer (Fig. 12, 194 allows a 
peer to see what music other peers are currently playing), comprising: 

a sender peer (Gore, page 27, "another user") comprising: 

a first application module, for activating and outputting active content from 
a data file (Gore, page 27, lines 5-6, Gore disclosed allowing "a user to view 
information regarding another user" regarding what music the "another user" is 
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currently playing, which would require the "another user" to activate the playing of 
this music, as well as output information about the music to allow the user to view 
this information; Otherwise, the user would not be able to view the information); 

a first chat module (Fig. 12, Chat screen 1 94, Each user of the chat 
program runs this screen), communicatively coupled to the first application 
module for sending information about the active content (Fig. 12, Block 50 shows 
the chat program and player integrated into one program, Block 194 shows 
information sent by the "another user" regarding currently played music); and 
a recipient peer (page 27, line 5, "a user") comprising: 

a second chat module (Fig. 12, Chat screen 180, Each user of the chat 
program runs this screen), communicatively coupled to the first chat module (Fig. 
12, Chat screen 194 shows the other users within the chat room), for receiving 
and outputting the information about the active content active on the sender peer 
(Fig. 12, Chat screen 194 shows a user obtaining information about the active 
content that the "another user" is currently playing). 
15. Claim 22 includes a method with limitations that are substantially similar to the 
limitations of claim 1 . Claim 22 also recites "sending real time information about the 
active media content." It is clear that Gore disclosed this feature by providing every 
user/client in the chat room with the ability to see what each other is "currently playing" 
(Gore, Fig. 12, 194, "page 27, lines 6-8, "For example, a user may view the title, track 
number and elapsed track time of a song to which another user is listening"). Therefore 
claim 22 is rejected under the same rationale. 
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16. Claim 33 includes a computer program product containing a computer-readable 
medium that includes limitations that are substantially similar to the limitations of claim 
1 . Gore disclosed a computer readable medium (Gore, page 5, line 25through page 6, 
line 4; page 10, lines 20-26 Gore disclosed clients implementing the limitations as 
claimed) performing the functionality of the claim. Therefore claim 33 is rejected under 
the same rationale. 

1 7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

18. Claims 1-6, 8, 18-24, 27-35, 37-42, and 44 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Lee et al. (U.S. 2003/0225834). 

19. Regarding claims 1 and 33, Lee disclosed a system for sharing information about 
an active content of a sender peer with a recipient peer (Lee, [0008], "shared dynamic 
content experience between the inviter computer and the invitee computer"), 
comprising: 
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a sender peer (Lee, [0044], "client 20a" is referred to as an inviter client) 
comprising: 

a first application module, for activating and outputting active content from 
a data file (Lee, [0042], [0050], "media player 26a" for providing "a dynamic 
content experience" i.e. used to play mp3s); 

a first chat module (Lee, [0041], "online messenger 24a"), 
communicatively coupled to the first application module for sending information 
about the active content (Lee, [0047], Fig. 4, Messenger Service 300 containing 
Start Music Play button 304, which starts a shared dynamic session and sharing 
music); and 

a recipient peer (Lee, [0044], "client 20b" referred to as an invitee client) 
comprising: 

a second chat module (Lee, [0041], "online messenger 24b"), 
communicatively coupled to the first chat module, for receiving and outputting the 
information about the active content active on the sender peer (Lee, [0055]- 
[0057], Lee disclosed the online messenger program and media player integrated 
together to receive and output shared music). 

Claim 33 includes a computer program product containing a computer-readable 
medium that includes limitations that are substantially similar to the limitations of claim 
1 . Lee disclosed a computer readable medium (Lee, [0028]) performing the 
functionality of the claim. Therefore claim 33 is rejected under the same rationale. 
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20. Regarding claim 2, Lee disclosed the limitations, substantially as claimed, as 
described in claim 1 , including wherein the second chat module further comprises a 
client module for requesting a stream of the active content and the first chat module 
further comprises a server module for sending the stream of active content in response 
to the request (Lee, [0075]; "dynamic download" i.e. streaming, [0078], "request" action 
can be sent before content is sent for a given file). 

21 . Regarding claim 3, Lee disclosed the limitations, substantially as claimed, as 
described in claim 2, including wherein the recipient peer further comprises a second 
application module for automatically activating the active content stream (Lee, [0075], 
media player can begin playing the dynamic media before it is completely downloaded, 
with the media player determining when to start playing the stream). 

22. Regarding claim 4, Lee disclosed the limitations, substantially as claimed, as 
described in claims 3, including wherein the stream is substantially synchronized with a 
portion of the active content currently active to the first application module (Lee, [0072]). 

23. Regarding claim 5, Lee disclosed the limitations, substantially as claimed, as 
described in claim 4, including wherein the second application module allows active 
content playback control independent from the synchronized stream (Lee, [0073], Lee 
disclosed allowing the invitee to skip, pause or stop playback of the stream). 
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24. Regarding claim 6, Lee disclosed the limitations, substantially as claimed, as 
described in claim 1 , including wherein the active content information comprises a 
unique identifier (Lee, [0078], "unique identifier for the file"). 

25. Regarding claim 8, Lee disclosed the limitations, substantially as claimed, as 
described in claim 6, including wherein the recipient peer uses the unique identifier to 
retrieve active content information from an active content enhancement server ([0050], 
Lee disclosed that "the audio files can be stored remotely from the inviter computer, and 
retrieved when the user selects them to be played"; [0078], Lee disclosed requesting 
the files using a unique identifier). 

26. Regarding claim 18, Lee disclosed the limitations, substantially as claimed, as 
described in claim 1 , including wherein the information comprises a title and a type of 
the active content (Lee, [0077]). 

27. Regarding claim 19, Lee disclosed the limitations, substantially as claimed, as 
described in claim 1, including wherein the first chat module is an instant messaging 
application (Lee, [0045]). 

28. Regarding claim 20, Lee disclosed the limitations, substantially as claimed, as 
described in claim 1 , including wherein a display of the first chat module is integrated 
within a display of the first application module (Lee, Fig. 4, 300, 400). 
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29. Regarding claim 21 , Lee disclosed the limitations, substantially as claimed, as 
described in claim 1 , including wherein the first chat module sends updated active 
content information to reflect a change of active content (Lee, [0072], [0097], Lee 
disclosed the sending machine may update the playlist, which causes a change in the 
content shared by the users). 

30. Regarding claim 22, Lee disclosed a method for sharing information about an 
active content of a first peer with a second peer, comprising: 

activating media content from a data file at a sender peer (Lee, [0042], [0050], 
"media player 26a" for providing "a dynamic content experience" i.e. used to play mp3s); 

sending real time information about the active media content from the sender 
peer to a recipient peer through a chat network connection responsive to detecting 
active media content on the sender peer (Lee, [0097], Lee disclosed when the sender 
updates the playlist by changing or adding songs, the receiver playlist gets updated as 
well; [0047], Fig. 4, Lee disclosed the Messenger Service 300 integrated with media 
player 400); and 

receiving and outputting information about the active media content at the 
recipient peer (Lee, [0097], Lee disclosed when the sender updates the playlist by 
changing or adding songs, the receiver playlist gets updated as well; [0047]). 
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31 . Regarding claim 23, Lee disclosed the limitations, substantially as claimed, as 
described in claim 22, including streaming the active media content from the sender 
peer to the recipient peer (Lee, [0075], "dynamic downloading"). 

32. Regarding claim 24, Lee disclosed the limitations, substantially as claimed, as 
described in claim 23, including activating the active media content stream substantially 
in real time with the activated media content at the recipient peer (Lee, [0075], media 
player can begin playing the dynamic media before it is completely downloaded, with 
the media player determining when to start playing the stream). 

33. Regarding claim 27, Lee disclosed the limitations, substantially as claimed, as 
described in claim 22, including sending transaction information related to the active 
media content to the recipient peer responsive to the recipient peer receiving 
information about active media content (Lee, [0062], Lee disclosed sending a user a 
subscription user interface if the capability requires a paid subscription); 

and processing a transaction related to the transaction information (Lee, [0062], Lee 
disclosed enabling the user if paid). 

34. Regarding claim 28, Lee disclosed the limitations, substantially as claimed, as 
described in claim 27, including wherein the transaction is a purchase of the active 
media content (Lee, [0063], using the content sharing service is a paid subscription 
service). 
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35. Regarding claim 29, Lee disclosed the limitations, substantially as claimed, as 
described in claim 22, including wherein the activating comprises a first media player 
activating media content (Lee, [0052]), and the receiving comprises a chat module 
receiving active media content information (Lee, Fig. 7, 700 and 750). 

36. Regarding claim 30, Lee disclosed the limitations, substantially as claimed, as 
described in claim 22, including wherein the active media content is an audio file (Lee, 
[0050], sharing mp3). 

37. Regarding claim 31 , Lee disclosed the limitations, substantially as claimed, as 
described in claim 22, including wherein the information comprises a title and a type of 
the active media content (Lee, [0077]-[0078]]). 

38. Regarding claim 32, Lee disclosed the limitations, substantially as claimed, as 
described in claim 22, including updating active media content information at the 
recipient peer responsive to a change of active media content at the sender peer (Lee, 
[0072], [0097], Lee disclosed the sending machine may update the playlist, which 
causes a change in the content shared by the users). 
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39. Regarding claim 34, Lee disclosed the limitations, substantially as claimed, as 
described in claim 33, including instructions and data for: streaming the active content 
through the peer-to-peer network to the recipient peer (Lee, [0075]). 

40. Regarding claim 35, Lee disclosed the limitations, substantially as claimed, as 
described in claim 34, including instructions and data for: activating the active content 
stream at the sender peer (Lee, [0076]-[0078], pushing the data to the recipient). 

41 . Regarding claim 37, Lee disclosed the limitations, substantially as claimed, as 
described in claim 33, including sending transaction information related to the active 
media content to the recipient peer responsive to the recipient peer receiving 
information about active media content (Lee, [0062], Lee disclosed sending a user a 
subscription user interface if the capability requires a paid subscription); 

and processing a transaction related to the transaction information (Lee, [0062], Lee 
disclosed enabling the user if paid). 

42. Regarding claim 38, Lee disclosed the limitations, substantially as claimed, as 
described in claim 37, including wherein the transaction is a purchase of the active 
media content (Lee, [0063], using the content sharing service is a paid subscription 
service). 
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43. Regarding claim 39, Lee disclosed the limitations, substantially as claimed, as 
described in claim 33, including wherein the activating comprises a first media player 
activating media content (Lee, [0052]), and the receiving comprises a chat module 
receiving active media content information (Lee, Fig. 7, 700 and 750). 

44. Regarding claim 40, Lee disclosed the limitations, substantially as claimed, as 
described in claim 22, including wherein the active content comprises an active media 
content (Lee, [0050], mp3). 

45. Regarding claim 41 , Lee disclosed the limitations, substantially as claimed, as 
described in claim 33, including updating active media content information at the 
recipient peer responsive to a change of active media content at the sender peer (Lee, 
[0072], [0097], Lee disclosed the sending machine may update the playlist, which 
causes a change in the content shared by the users). 

46. Regarding claim 42, Lee disclosed a recipient chat module ([0041], "online 
messenger 24b) in a system for sharing active content between a plurality of peers 
([0054], contacts on the list of the messenger service sharing an audio experience), 
comprising: 

a communications module for receiving a one or more unique identifiers based 
on shared active content on one or more sender peers (Lee, [0078], Lee disclosed the 
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receiving machine making requests for the content using a unique identifier to identify 
the file); 

a graphical user interface module for outputting one or more shared active content 
information and receiving a selection of shared active content associated with one of the 
one or more sender peers (Lee, Fig. 4, media player 400, for sending and receiving 
shared audio content); 

and a client module for sending a content stream request (Lee, [0078], "request" for 
data) and receiving an active content stream (Lee, [0075], "dynamic downloading"). 

47. Regarding claim 44, disclosed the limitations, substantially as claimed, as 
described in claim 42, including an application module for activating the received active 
content stream (Lee, [0042] media player 26b on the receiving end). 

Claim Rejections - 35 USC § 103 

48. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

49. Claims 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et 
al (U.S. 2003/0225834). 
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50. Regarding claim 7, Lee disclosed the limitations, substantially as claimed, as 
described in claim 6, wherein the recipient peer further comprises a content information 
database (Lee, [0079], virtual memory, cache, that stores tracks). Lee also disclosed 
the recipient machine using a unique identifier to identify files (Lee, [0078]) and the 
sending machine "knows" which tracks are currently stored on the receiving machine 
(Lee, [0079]). 

Lee did not explicitly state wherein the second chat module is configured to use 
the unique identifier to retrieve local active content information from the content 
information database. 

However, since the sending machine "knows" what tracks the receiving machine 
has stored and "knows" that it does not need to send these tracks, it would have been 
obvious to one of ordinary skill in the Computer Networking art at the time of the 
invention that the receiving machine retrieves the tracks that it has stored in memory, 
using the unique identifier as used to identify the file, for the benefit of limiting or 
minimizing the amount of traffic between machines (Lee, [0079]). 

51. Claims 9-11, 13-17, 25-26, 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lee et al (U.S. 2003/0225834) in view of Elgen (U.S. 7,080,030). 

52. Regarding claims 9, 25, 36 Lee disclosed the limitations, substantially as 
claimed, as described in claims 1, 22, and 33. Lee also disclosed the sharing 
experience can be implemented as a paid subscription service in which a subscription 
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user interface would be provided to the client (Lee, [0062]). Lee also disclosed that the 
audio files can be stored remotely from the clients (Lee, [0050]). 

Lee did not explicitly state further comprising an active content enhancement 
server, communicatively coupled to the second chat module, for providing supplements 
related to the active content by query. 

However, since Lee suggested storing files remotely from the clients, as well as 
integrating a paid subscription service, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the use of a remote 
server for providing these features. 

In an analogous art of providing multimedia, Eglen disclosed a database server 
the includes a music database that stores information about content stored on the file 
servers of the system (Elgen, Fig. 2, database server 208, music database 225; col. 9, 
lines 24-25; col. 10, lines 9-16). Elgen provides users with access to this music 
database by request of a web page (Elgen, col. 10, lines 45-50), and the system 
generates a webpage that provides the requested information from the particular 
database (Elgen, col. 10, lines 55-65). Elgen disclosed that each item in the database 
contains a unique identifier, "media ID" field (Elgen, col. 11, lines 20-21 ) within a media 
information table (Elgen, col. 11, lines 4-15). 

Lee suggests the use of a remote system to provide features such as audio file 
storage. Elgen provides such a system that not only stores the audio content in its file 
servers, but also provides supplemental information about each file (Elgen, col. 10, lines 
10-15). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teachings of Elgen into the system of 
Lee to enable users to find out information about music that a friend would like to share 
with them before starting the shared session, thereby allowing them to determine 
whether or not they would be interested in such music. 

53. Regarding claim 10, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 9, including wherein the content enhancement server 
further comprises a content transaction module for processing a purchase related to 
one or more sources containing the active content (Elgen, Figs. 12A and 12B, Elgen 
disclosed allowing clients to purchase music). See motivation above. 

54. Regarding claim 1 1 , Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 9, including wherein the active content enhancement 
server further comprises a content supplement database containing supplemental 
information related the active content (Elgen, col. 10, lines 9-16, music database). See 
motivation above. 

55. Regarding claim 13, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 9, including wherein the sender peer and the recipient 
peer are communicatively coupled through a first network (Lee, Fig. 2, network 70), and 
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the recipient peer and the content enhancement server are communicatively coupled 
through a second network (Lee, Fig. 2, network 60). See motivation above. 

56. Regarding claim 14, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 9, including wherein the sender peer further comprises a 
content repository for storing content activated by the first application module (Lee, 
[0050], audio files stores on inviter computer). See Motivation above. 

57. Regarding claim 15, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 9, including wherein the first application module 
comprises a first media player (Lee, [0042], "media player 20a), the second application 
module comprises a second media player (Lee, [0042], "media player 20b), and a file 
format of the active content is compatible with the second application module (Lee, 
[0050], content sharing mode supports well-known .mp3 and .wma formats). See 
Motivation above. 

58. Regarding claim 16, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 15, including, wherein the active content comprises an 
active media (Lee, [0050], shared content includes well-known .mp3 and .wma formats). 
See Motivation above. See Motivation above. 
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59. Regarding claim 17, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 16, including wherein the active media comprises one 
from the group consisting of an audio file and a video file (Lee, [0050], shared content 
includes well-known .mp3 and .wma formats). See Motivation above. 

60. Regarding claim 26, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 25, including wherein the supplemental information 
includes graphic files related to the active media (Elgen, col. 10, lines 10-15, "album 
picture"). See motivation above. 

Claims 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et al (U.S. 
2003/0225834) in view of Wiser et al. (U.S. 6,385,596). 

61 . Regarding claim 43, disclosed Lee disclosed the limitations, substantially as 
claimed, as described in claim 42, including wherein the content stream request 
comprises the unique identifier ([0078] "unique identifier for the file"). Lee also 
disclosed the sharing experience can be implemented as a paid subscription service in 
which a subscription user interface would be provided to the client (Lee, [0062]). Lee 
also disclosed that the audio files can be stored remotely from the clients (Lee, [0050]). 

Lee did not explicitly state wherein the recipient chat module sends the content 
stream request to a content enhancement server containing previews of the associated 
active content. 
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However, since Lee suggested storing files remotely from the clients, as well as 
integrating a paid subscription service, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to incorporate the use of a remote 
server for providing these features. 

In an analogous art of online music distribution, Wiser disclosed a music 
distribution system (Wiser, col. 3, lines 10-15) that provides users with un-encrypted 
versions of a song that may be a portion of the song in which the consumer can preview 
the song before purchasing (Wiser, col. 3, lines 55-62). 

Lee suggests the use of a remote system to provide features such as audio file 
storage. Wiser provides such a system that not only stores the audio content, but also 
provides supplemental information about each song including a free preview of the song 
(Wiser, col. 3, lines 55-62). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the teachings of Wiser into the system of 
Lee to enable users to find out information as well as listen to a preview of the music 
that a friend would like to share with them before starting the shared session, thereby 
allowing them to determine whether or not they would be interested in such music 
before initiating the shared session. 

62. Claims 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et 
al (U.S. 2003/0225834) and Elgen (U.S. 7,080,030) as applied to claim 9 above, and 
further in view of Wiser et al. (U.S. 6,385,596). 
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63. Regarding claim 12, Lee and Elgen disclosed the limitations, substantially as 
claimed, as described in claim 9. Elgen also disclosed wherein users can request 
information about music files and if interested, be able to purchase them through the 
system's webpage (Elgen, col. 10, lines 10-15, 45-50, 56-65; Fig. 24A, 24B), as well as 
storing each item with a unique identifier (Elgen, col. 11, lines 20-21). See motivation to 
combine above. 

Lee and Elgen did not explicitly state a content repository containing previews 
related to the one or more sources containing the active content, and the active 
supplement database streams an active content preview to the recipient peer. 

In an analogous art of online music distribution, Wiser disclosed a music 
distribution system (Wiser, col. 3, lines 10-15) that provides users with un-encrypted 
versions of a song that may be a portion of the song in which the consumer can preview 
the song before purchasing (Wiser, col. 3, lines 55-62). 

Both Elgen and Wiser provide online music distribution systems that provide the 
user with information about items to help them make a decision as to whether to 
purchase the item. Wiser not only provides the information that Elgen provides (Wiser, 
col. 3, lines 61-63), but also takes this one step further as to actually allowing the user 
to preview the song (Wiser, col. 3, lines 55-63). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to incorporate the previewing feature of Wiser into the 
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distribution system of Elgen to provide the extra feature of letting the consumer listen to 
a song to help the consumer decide whether or not to purchase the high fidelity version 

Response to Arguments 

64. Applicant's arguments filed 3/31/2008 have been considered but they are not 

fully persuasive. 

Objection to the Specification 

The objection to the Specification for lack of antecedent basis is maintained because 
while Applicant attempts to point out possible examples in Applicant's Specification, it is 
indeterminable exactly how a "computer product comprising a computer readable 
medium" is defined. The Specification does not provide the proper antecedent basis for 
this terminology. 

Claim Rejections Under 35 U.S.C. 112 

Applicant's arguments regarding the rejection under 35 U.S.C. 112 are not persuasive. 

Applicant asserts, "The imprecision of the term in question is negated and made 
understandable when those skilled in the art view claims 4 and 5 in the context of the 
entire claim and the specification. Therefore, claims 4, 5 and 12 are not indefinite and 
are allowable for at least the reasons cited herein" [See Response, page 13]. 

Examiner respectfully disagrees as pointed out in the rejection. Applicant is 
respectfully requested to explain how the term is understandable in view of the claim 
and specification, rather than just assert that it is. 
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Claim Rejections Under 35 U.S.C. 101 

Applicant's arguments regarding the 35 U.S.C. 101 Rejections are not persuasive. 

Applicant asserts, "claim 1 does not strictly reference a software structure" [see 
Response, pages 13-14]. Applicant also asserts, "the Examiner's recitation of the 
Microsoft Computer Dictionary does not reference any type of date and it is impossible 
to determine whether this reference relates to any information that was available at the 
time of filing of the present application." Examiner respectfully disagrees. As shown in 
the rejection, Applicant's specification explicitly states that the peers may be 
implemented in hardware (i.e. "physical") or software (i.e. "virtual") . As such, the system 
of claim 1 may be implemented in hardware, or strictly software (i.e. a software system 
or computer program). Therefore, Applicant's specification provides evidence showing 
that Applicant intends the system of claim 1 to include strictly software (i.e. software 
system). Therefore, claim 1 can strictly reference to a software structure. To overcome 
this rejection, Applicant must distinguish the claimed invention from the non-statutory 
implementation. With regards to Applicant's assertions that the recitation of the 
Microsoft Computer Dictionary does not reference any type of date, Examiner notes that 
the publishing date can be found in any library, including online libraries, using the 
supplied ISBN number on page 2 of the reference. For example, see the website 
http://proauest.safahbooksoniine.com/0735614954 . (hardcopy also attached herein), 
providing the publish date of May 01 , 2002, which is before the date of Applicant's 
application. Regarding claim 42, Applicant argues, "clearly these modules 
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[communications module and a client module] include embodiments that have physical 
entities and, thus, the recipient chat module is clearly not solely a software module" [see 
Response, page 14]. Examiner respectfully disagrees. As pointed out in the rejection, 
Applicant's Specification states that Fig. 2 is a software architecture of a peer, which 
includes a chat module 210 . As such, the chat module 210 may be implemented in 
software. As can be seen in Figure 3, the chat module 210 includes the 
communications module and the client module. Therefore it is clear that since these 
modules are included within the chat module, and the chat module may be implemented 
in software, then these modules as well may be implemented in software. As such, the 
subject matter of claim 42 is directed towards non-statutory subject matter. As such, 
the 101 rejections for claims 1-21 and 42-44 are maintained. 

Claim Rejections Under 35 U.S.C. 102 

Applicant's arguments regarding the 35 U.S.C. 102 Rejections are not persuasive. 

Regarding claim 1 , Applicant argues, "The chat room of Gore is provided for 
communicating peripheral information regarding the operation of the media, and not the 
content of the media. Gore discloses that synchronization of the operations of the 
media on the local computers is performed via a server computer, to which the client 
computer send information. This is in contrast to claim 1 of the present invention, which 
calls for a first application module for activating and outputting active content from the 
data file and a first chat module for sending the information about the active content, 
and a second chat module for receiving an output of information about the active 
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content on the second sender peer" [see Response, page 15]. Applicant argues "the 
chat module is not used to provide the data that is being cited by the Examiner". 
Applicant also argues, "there is no disclosure in Gore regarding providing information 
about active content [see Response, page 15-16]. Examiner respectfully disagrees. 
With respect to the limitation, "activating and outputting active content from the data 
file," the Gore reference disclosed that a user is listening to a song (See Gore, page 
27). Applicant even states, "each individual user invokes the media locally on their 
respective client computers" [see Response, page 15]. Therefore, each user invokes 
(i.e. "activating") and listens (i.e. "outputting" for example, via speakers) to a file on the 
user's own client computer. With respect to the limitation, "sending the information 
about the active content", the Gore reference clearly disclosed the client that is listening 
provides information about what the client is listening to, such as title, track number and 
elapsed track time of the song the user is listening to. This information must be sent 
from the user's computer in order for the other users to be able to view such 
information. As shown in Figure 12, the chat module is clearly used to provide 
information about what the clients are listening to. See element 194. Applicant asserts, 
"Lee fails to disclose a first chat module sending information about the active content to 
a recipient peer". Applicant asserts, "Lee does not disclose any type of real time 
communications with regards to media content" [see Response, page 17]. Examiner 
respectfully disagrees. The entire purpose of the teachings Lee is for sharing an audio 
experience through an instant messenger service. As shown in the rejection, Lee 
disclosed the users sharing music to play. This requires providing information about 
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active content. In order to listen to a song, that file must be active and be output either 
via speakers, or through the network to the user that is listening through their own 
speakers. In order for a user to listen to music, such data must be transferred. 
Applicant provides the same arguments for claims 22 and 33. For the reasons set forth 
above, the rejections are respectfully maintained. 

Claim Rejections Under 35 U.S.C. 103 

Applicant's arguments regarding the 35 U.S.C. 103 Rejections are not persuasive. 

Applicant asserts, "Lee fails to disclose an active content database" [see 
Response, page 18]. Examiner respectfully disagrees. Lee disclosed a virtual memory 
cache that stores tracks (Lee, [0079]). Applicant then asserts, "Secondly the 
Examiner's argument that because the sending machine "knows" what tracks the 
receiving machine has stored, it does not need to send these tracks" [see Response, 
page 18]. Examiner submits that this was not an argument. This is functionality is 
recited in Lee. See paragraph [0097]. Applicant then asserts, "The Examiner then 
concludes that thus, the receiving peer uses a unique identifier to identify the file to 
minimizing the amount of traffic" [see Response, page 18]. In response, Examiner 
points to Lee, [0078] which shows the use of a unique identifier for the file. Examiner 
also submits that there must be a way to differentiate between songs in order to play the 
proper song that the user is interested in. In response to applicant's argument that the 
examiner's conclusion of obviousness is based upon improper hindsight reasoning, it 
must be recognized that any judgment on obviousness is in a sense necessarily a 
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reconstruction based upon hindsight reasoning. But so long as it takes into account 
only knowledge which was within the level of ordinary skill at the time the claimed 
invention was made, and does not include knowledge gleaned only from the applicant's 
disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA 1 971 ). Applicant asserts, "Elgen fails to disclose a supplemental 
database" [see Response, page 20]. Examiner respectfully disagrees. As shown in the 
previous rejection, Elgen disclosed a database server that includes a music database 
that stores information about content stored on the files servers of the system (Fig. 2, 
database server 208, music database 225; col. 9, lines 24-25, col. 10, lines 9-16). 
Applicant asserts, "the Examiner failed to identify the reasons why those skilled in the 
art would combine Lee and Elgen in a manner provided in claims 9-11, 13-17, 25-26 
and 36. The Examiner notes that evidence of a suggestion, teaching, or motivation to 
combine prior art references may flow, inter alia, from the references themselves, the 
knowledge of one of ordinary skill in the art, or from the nature of the problem to be 
solved. See In re Dembiczak, 175 F.3d 994, 1000, 50 USPQ2d 1614, 1617 (Fed. Cir. 
1999). In this case, the reasons for combining are to enable users to find out information 
about music that a friend would like to share with them before starting the shared 
session, thereby allowing them to determine whether or not they would be interested in 
such music. Regarding Applicant's arguments for claims 43 and 12, Applicant argues 
that the combination of Lee, Elgen and Wiser in regards to claim 12, or the combination 
of Lee and Wiser in regards to claim 43, would not make the elements of the claims. 
However, Applicant has failed to explicitly point out what elements Applicant is referring. 
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The Applicant argues that the Examiner has not provided sufficient motivation to 
combine or modify the cited references. The Examiner notes that evidence of a 
suggestion, teaching, or motivation to combine prior art references may flow, inter alia, 
from the references themselves, the knowledge of one of ordinary skill in the art, or from 
the nature of the problem to be solved. See In re Dembiczak, 175 F.3d 994, 1000, 50 
USPQ2d 1614, 1617 (Fed. Cir. 1999). In this case, the motivation to combine the 
teachings of Lee and Elger can be found in the rejection of claim 9. The motivation to 
include Wiser into the teachings described by the combination of Lee and Elger can be 
found in the rejection of claim 12. The motivation to combine the teachings of Lee and 
Wiser can be found in the rejection of claim 43. 



Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
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relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on (571) 272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 



Application/Control Number: 10/612,632 Page 33 

Art Unit: 2143 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/J. B. D.I 

Examiner, Art Unit 2143 



/Nathan J. Flynn/ 

Supervisory Patent Examiner, Art Unit 2143 



